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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejec-
tion of claims 1 through 6 and 8 through 14. Caim7 has been
cancelled. dains 15 through 19 have been w thdrawn from
consi der ati on.

The invention relates to a head suspensi on assenbly
for positioning a floating read-wite head assenbly for use in
a conputer disk drive nenory. In particular, the head suspen-
sion assenbly has a nonocoque region 30 shown in Figure 2.

The nonocoque region is shown in cross section in Figure 4.
The nonocoque region is a hollow shell having a cl osed pl ane
figure cross-sectional profile. This allows an integrated
circuit to be placed within the holl ow shell of the nonocoque
region as shown in Figure 2.

I ndependent claim1 is reproduced as foll ows:

1. A head suspension assenbly for positioning a
fl oati ng head assenbly having electrical term nals over se-
| ected tracks on the surface of a rotating data storage de-

vi ce, said head suspension assenbly conpri sing;
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a first surface;
a proxi mal end region;

a gi nmbal region for providing ginballing support to
a head assenbl y;

a spring region adjacent the proximl end region;

a nonocoque region |ocated in between the ginbal
region and the spring region, where the nonocoque region is a
hol | ow shel|l having a closed plane figure cross sectiona
profile and covering an inner chanber, the nonocoque region
including a ceiling region and a floor region separated and
spaced from each ot her

an integrated circuit substantially encased inside
the i nner chanber, between the ceiling region and the fl oor
region, the integrated circuit having a plurality of contro
pins and a plurality of read-wite pins;

a first set of electrical conductors connecting
el ectrical termnals on a head assenbly to the read-wite
pi ns;

a second set of electrical conductors connecting the
control pins to exit termnal neans for electrically coupling
the second set of conductors to circuitry outside of the head
suspensi on assenbly wherein the first and the second set of
conductors are placed over the first surface and include
conductors nmade of a conductive material laid dow in |ong
strips atop a thin insulating coating which electrically
i sol ates the conductors fromthe first surface.

The Exam ner relies on the follow ng references:
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Sl ezak 5,121, 273 June 9, 1992

Hashi not o 59- 207065 Nov. 24, 1984
(Japanese Kokai)

Mor i kawa 3-25717 Feb. 4, 1991
(Japanese Kokai)

Toda 4-219618 Aug. 10, 1992
(Japanese Kokai)

Ce et al. (Ce) 4-219066 Cct. 15, 1992

(Japanese Kokai)

Clainms 1 through 6, 8 through 11, 13 and 14 are

rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over

Hashi noto in view of Morikawa and Sl ezak. Clains 1 through 6,

8, 11, 13 and 14 are rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Hashinoto in view of Mrikawa and Toda.
Caim12 is rejected under 35 U. S.C. 8§ 103 as bei ng unpatent-
abl e over Hashinoto in view of Mrikawa and Toda or Slezak and
further in view of Ge. On page 14 of the Exam ner's answer,
the Exami ner sets forth a new ground of rejection in which
clains 8 through 11 and 13 are rejected under 35 U S.C. § 112,
second paragraph, as being indefinite for failing to particu-
larly point out and distinctly claimthe subject matter which
Appel | ant regards as the invention.
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Rat her than reiterate the argunents of Appellant and
the Exam ner, reference is made to the brief and answer for

the respective details thereof.

CPI NI ON
W will not sustain the rejection of clains 1
t hrough 6 and 8 through 14 under 35 U S.C. § 103.
The Exami ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one

having ordinary skill in the art would have been led to the

claimed invention by the express teachings or suggestions

f ound

in the prior art, or by inplications contained in such

teachi ngs or suggestions. |In re Sernaker, 702 F.2d 989, 995,
217 USPQ 1, 6 (Fed. Cr. 1983). "Additionally, when

det ermi ni ng obvi ousness, the clainmed invention should be

consi dered as a whole; there is no legally recognizable
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"heart' of the invention.” Para-Odnance Mg. v. SGS

I mporters Int'l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
1239 (Fed. Cir. 1995), cert. denied, 117 S.C. 80 (1996)
citing W L. Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d
1540, 1548, 220 USPQ 303, 309 (Fed. Cir. 1983), cert. denied,
469 U.S. 851 (1984).

Appel | ant argues on pages 12 through 16 of the brief
that the present clains are not rendered obvious by any of the
teachi ngs of the Hashinoto, Mrikawa, Slezak, Toda and Ce
ref erences, whether taken separately or in conbination with
any of the other references of record. Appellant argues that
the Examiner has failed to show that the prior art suggests,
expresses or inplies a conbination of a nonocoque |oad beamin
which an integrated circuit chip is nmounted in the encl osed
shell portion of the nonocoque region of the | oad beam as

required in

Appellant's clainms 1 through 6 and 8 through 14. On page 4 of

the Exam ner's answer, the Exani ner states that Hashi noto does
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not expressly show an integrated circuit provided on the | oad
beam wi t hi n the nonocoque region. The Exam ner further states
that Mori kawa teaches providing an integrated circuit on a

| oad beam On page 5 of the Exam ner's answer, the Exam ner
argues that it would have been obvious to one of ordinary
skill in the art to provide an integrated circuit chip on the
suspensi on | oad beam of Hashi noto as taught by Morikawa. The
Exam ner reasons that the nodification would have been
notivated in order to reduce external noise interference
within the | ead wires as expressly suggested by Mrikawa.

The Federal Circuit states that "[t]he nere fact
that the prior art may be nodified in the manner suggested by
t he Exam ner does not nake the nodification obvious unless the
prior art suggested the desirability of the nodification.” In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQR2d 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. G r. 1984). "Qoviousness nay not be
est abl i shed using hindsight or in view of the teachings or

suggestions of the inventor." Para-Ordnance Mg., 73 F.3d at
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1087, 37 UsSPQ2d at 1239, citing W L. CGore, 721 F.2d at 1551,
1553, 220 USPQ at 311, 312-313.

Turning to Appellant's clains, we note that the
claims require a nonocoque | oad beamin which an integrated
circuit chip is nounted wthin the enclosed shell portion of
t he nonocoque region of the |oad beam |In particular,
Appellant's claim1 recites the foll ow ng:

a nonocoque region |located in between

the ginbal region and the spring region,

where the nonocoque region is a holl ow

shell having a closed plane figure cross

sectional profile and covering an inner

chanber, the nonocoque region including a

ceiling region and a floor region separated

and spaced from each ot her;

an integrated circuit substantially

encased inside the inner chanber, between

the ceiling region and the floor region.

W note that Appellant's only other independent claim claim
13, requires simlar limtations requiring an integrated
circuit encased inside the inner chanber of the nonocoque
regi on.

Upon our cl ose review of Hashi nbto, we note that

Hashi noto teaches in Figures 4a, b, ¢ and d a structure having
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a shell-like structure between the ginbal spring and the
floating head. W also note that Hashinoto fails to teach

pl acenment of an integrated circuit anywhere on this structure.

Upon our close review of Mrikawa, we find that
Mori kawa teaches on page 7 that Figure 1 is a top view of the
practical exanple of the main part of the magnetic head device
of Morikawa's invention. Morikawa shows an integrated circuit
5 placed on top of the head suspension 3. W note that
Mori kawa does not teach a shell in which the integrated
circuit is placed inside. Furthernore, we note that Morikawa
does not teach the same structure that Hashinoto teaches in
whi ch the head suspension includes a hollow structure.

Upon a cl ose review of the Exam ner's answer, we
fail to find that the Exam ner has addressed Appellant's
argunment as to why one of ordinary skill in the art would have

a reason to place the integrated circuit within the holl ow
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structure as disclosed in Hashinoto. Upon reviewi ng the art
cited by the Examner, we fail to find that this art suggests
any desirability of the proposed Exam ner's nodification.
Therefore, we will not sustain the rejection of clains 1
through 6 and 8 through 14 under 35 U.S.C. § 103.

Due to a new ground of rejection, clains 8 through
11 and 13 stand rejected under 35 U . S.C. 8§ 112, second
par agraph, as being indefinite for failing to particularly

poi nt out and

distinctly claimthe subject matter which Appellant regards as
the invention. W note that the Appellant has failed to
respond to this new ground of rejection.?

37 CFR 8§ 1.193(b) as anended at 58 Fed. Reg. 54510,
Cct. 22, 1993, which was controlling at the tine of

Appellant's filing the brief, states as foll ows:

2 In a conversation on March 4, 1999 with Panel a Bennett,
Par al egal Specialist for the Board of Patent Appeals and
Interferences, Walter Linder, Registration No. 31, 707,
informed Ms. Bennett that no response to the new ground of
rejection in the Exam ner's Answer was fil ed.
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If the exam ner's answer expressly states

that it includes a new ground of rejection,

appel lant nust file a reply thereto within

two months fromthe date of such answer to

avoi d dism ssal of the appeal as to the

claims subject to the new ground of

rejection.
Since Appellant did not file a reply to the new ground of
rejection wwthin two nonths fromthe date of the answer, we
di sm ss the appeal as to clains 8 through 11 and 13.

In view of the foregoing, the decision of the
Exam ner rejecting clainms 8 through 11 and 13 under 35 U.S. C
8§ 112, second paragraph, is affirnmed. However, the decision
of the Exam ner rejecting clainms 1 through 6 and 14 under 35
US. C 8§ 103 is reversed.

No tinme period for taking any subsequent action in
con- nection with this appeal may be extended under 37 CFR §

1.136(a).

AFFI RVED- | N- PART

JERRY SM TH
Adm ni strative Patent Judge )
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M CHAEL R FLEM NG
Adm ni strative Patent Judge

ERI C FRAHM
Adm ni strative Patent Judge
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